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. - The MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

* available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

* || th * P eriod H f ° r re P'y s P^ified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- it NO period for reply is specfied above, the maximum statutory per.od will apply and will expire SIX (6) MONTHS from the mailing date of th.T comma mcat.on 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C Tl 33 C ° mmUn,Cat, ° n 

- Any reply received by the Office later than three months after the ma.ling date of this communication, even if timely filed may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b) y dny 

Status 

1)13 Responsive to communication(s) filed on 26 August 2002 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 

4) ^3 Claim(s) 1-72 is/are pending in the application. 

4a) Of the above claim(s) 1-36 and 55-72 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 37-54 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) £3 Claim(s) 1-72 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)QAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staqe 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 4) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

a) □ The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 

2 U Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Application (PTO-152T ' 

3) |2SI Information Disclosure Statement(s) (PTO-1449) 1 sheet . 6) □ Other 
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DETAILED ACTION 



Appucaxts ' Argluexts 

Applicants' arguments in Paper No. 22, filed 26 August 2002, have been fully considered 
but they are not deemed to be persuasive. Rejections and/or objections not reiterated from 
previous office actions are hereby withdrawn. The following rejections and/or objections are 
either reiterated or newly applied. They constitute the complete set presently being applied to 
the instant application. 

ClAlUS UXDER IXAUIXATIOX 

Claims herein under examination are claims 37-54. 

Claims Rejected Under 35 U.S.C. § 112 2 nd Paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 38-54 are rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 
Lack ofAxtecedext Basis 

Claims 38-54 recites the limitation "computer readable medium" which fails to have 
proper antecedent basis from which the claims dependent from. Claim 37 indicates only "a 
machine having a memory" (line 1) and does not indicate a "computer readable medium". Thus, 
there is insufficient antecedent basis for this limitation in the claim. 
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Claims Rejected Under 35 U.S.C. § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication m this or a foreign countn or in public 
use or on sale in this countn; more than one year prior to the date of application for patent in the United 
States. 

The following excerpt is from M.P.E.P. § 2106 Section VI "DETERMINE WHETHER 

THE CLAIMED INVENTION COMPLIES WITH 35 U.S.C § 102 AND 103" (particular 

emphasis on bolded areas) and is applied to the below 35 U.S.C § 102 rejection, wherein the 

"data representing a simulated metal ion" (claim 37, lines 1-2) is considered " non-fiinctional 

descriptive " material (i.e. mere arrangement of data; failing to satisfy the practical application 

requirement). Further, examples are provided for in the M.P.E.P. regarding situations of 

nonfunctional descriptive material. 

As is the case for inventions in any field of technology, assessment of a claimed computer-related 
invention for compliance with 35 U.S.C. 102 and 103 begins with a companson of the claimed 
subject matter to what is known in the prior an. If no differences are found between the 
claimed invention and the prior art, the claimed invention lacks novelty and is to be rejected 
by Office personnel under 35 U.S.C. 102. Once distinctions are identified between the claimed 
invention and the prior art, those distinctions must be assessed and resolved in light of the 
knowledge possessed by a person of ordinary skill in the art. Against this backdrop, one must 
determine whether the invention would have been obvious at the time the invention was made If 
not, the claimed invention satisfies 35 U.S.C. 103. Factors and considerations dictated by law 
governing 35 U.S.C. 103 apply without modification to computer-related inventions. Moreover, 
merely using a computer to automate a known process does not bv itself impart nonobviousness to 
the invention. See Dann v. Johnston, 425 U.S. 219, 227-30, 189 USPQ 257 261 (1976)- In re 
Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958). 

If the difference between the poor art and the claimed invention is limited to descriptive material 
stored on or employed by a machine, Office personnel must determine whether the descriptive 
material is functional descriptive material or nonfunctional descriptive material, as described supra 
in paragraphs IV.B. 1(a) and IV. B. 1(b). Functional descriptive material is a limitation in the claim 
and must be considered and addressed in assessing patentability under 35 U.S.C. 103. Thus a 
rejection of the claim as a whole under 35 U.S.C. 103 is inappropriate unless the functional 
descriptive material would have been suggested bv the prior art. In re Dembic/ak 175 F 3d 994 
1000, 50 USPQ2d 1614. 1618 (Fed. Cir. 1999). Nonfunctional descriptive material cannot 
render nonobvious an invention that would have otherwise been obvious. Cf. In re Gulack 
703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983) (when descriptive material is not ' 
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functionally related to the substrate, the descriptive material will not distinguish the 
invention from the prior art in terms of patentability). Common situations involving 
nonfunctional descriptive material are: 

- a computer-readable storage medium that differs from the prior art solely w ith respect to 
nonfunctional descriptive material, such as music or a literary work, encoded on the medium. 

- a computer that differs from the prior art solely with respect to nonfunctional descriptive material 
that cannot alter how the machine functions (i.e.. the descriptive material does not reconfigure the 
computer), or 

- a process that differs from the prior art only with respect to nonfunctional descriptive material 
that cannot alter how the process steps are to be performed to achieve the utility of the inv ention. 

Thus, if the prior art suggests storing a song on a disk, merely choosing a particular song to store 
on the disk would be presumed to be well within the level of ordinary skill in the art at the time the 
invention was made. The difference between the prior art and the claimed invention is simply a 
rearrangement of nonfunctional descriptive material. 

Claims 37-54 are rejected under 35 TJ.S.C. § 102(b) as being clearly anticipated by 
Gronbech-Jensen et al. 

Gronbech-Jensen et al. describes a machine (i.e. computer) having memory capable of 
storing/containing data as in instant claim 37 (Column 5, lines 26-27; Columns 10-11, lines 55- 
67 and 1-23, respectively; and Figure 2). The authors further provide for a computer readable 
medium as in instant claims 38-54 (Column 30-32, lines 34-67, 1-42, and 1-40, respectively; 
Claims 29-44). All limitations concerning the type of data are given no patentable weight as 
they are considered to be non-functional descriptive material. Thus, Gronbech-Jensen et al. 
clearly anticipates the claimed invention. 

IN FORMA TION DISCLOSURE STATEMENT 

The reference lined through of the Information Disclosure Citation filed 18 January 2002, 
Paper No. 9, was not considered because the reference copy provided is illegible (i.e. containing 
several blank areas). Applicant is invited to submit a new PTO-1449 with a copy of the above 
references should applicants desire consideration. 
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EUMIXER IXFORUA TIOX 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1. The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 (November 16, 1993), and 
1 1 57 OG 94 (December 28, 1993) (See 37 C.F.R § 1.6(d)). TheCMl Fax Center number is 
either (703) 308-4242 or (703) 305-3014. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Channing S. Mahatan whose telephone number is (703) 308- 
2380. The examiner can normally be reached on M-F (8:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael P. Woodward, Ph.D., can be reached on (703) 308-4028. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner, Tina M. Plunkett, whose telephone number is (703) 
305-3524 or to the Technical Center receptionist whose telephone number is (703) 308-0196. 
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